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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed 6-13-06 have been fully considered but they are not 
persuasive. 

Applicant argues that Tanaka does not teach a substrate having a mean 
roughness of 30-4000 A and the substrate is controlled to have a low mean roughness. 
This is not persuasive because Tanaka teaches that the surface of the support can be 
roughened by anodization, etc. and the surface-roughness of the support is on the order 
of 0.1-10um [1000-100,000 A]. Therefore teaching having a mean roughness of 30- 
4000 A. The substrate being controlled to have a low mean roughness is a process 
limitation and thus the determination of patentability is based upon the product itself not 
upon the method of its production. Also this limitation has no support in the 
specification. 

Election/Restrictions 

2. Applicant's election with traverse of Group I, claims 1-19, 20-51 in the reply filed 
on 1-20-06 is acknowledged. The traversal is on the ground(s) that Group II claims are 
similar to Group I claims. This is not found persuasive because Group I claims require 
a substrate having a mean roughness of 30-4000 A and Group II, claim 52 does not 
require a substrate having a mean roughness of the substrate. 

The requirement is still deemed proper and is therefore made FINAL. 

i 
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3. Since the elected species was not found, a negative electrode comprising a 
substrate comprising a polymer film deposited with metal having a mean roughness of 
30-4000 A and a lithium layer coated on the substrate has been found allowable. The 
next species searched was a substrate comprising a metal having a mean roughness of 
30-4000 A and a lithium layer coated on the substrate. Therefore claims 1-6, 8, 10, 14- 
21 , 23-31 , 33, 37-41 , 45, 47, 63-65 have been examined. 

4. Claims 9, 1 1 -1 3, 22, 32, 34-36, 42-44, 46, 48-62 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to a nonelected invention 
and species, there being no allowable generic or linking claim. Applicant timely 
traversed the restriction (election) requirement in the reply filed on 1-20-06. 

Claim Rejections - 35 USC §112 

5. Claims 1-6, 8, 10, 14-21, 23-31, 33, 37-41, 45, 47, 63 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Claim 1 is rejected because there is no support in the specification for the 
phrase "the substrate is controlled to have a low mean roughness". 
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Claim 63 is rejected because there is no support in the specification for the 
phrase "a substrate having a mean roughness of 30 to less than 1000 A". 

6. Claims 1 -6, 8, 1 0, 1 4-21 , 23-31 , 33, 37-41 , 45, 47 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

Claim 1 is rejected because it is unclear what is meant by "the substrate is 
controlled to have a low mean roughness". 

Claim 25 is rejected because claim 1 from which the claim depends from 
already claims "a negative electrode comprising a substrate having a mean roughness 
of 30-4000 A and a lithium layer coated on the substrate". 

Claim 47 is rejected because there is no antecedent basis for "wherein the 
polyester is one of 

Claim Rejections - 35 USC § 102 

7. Claims 1-3, 6, 8, 19-21, 23-26, 29-31, 41 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Tanaka (5,462,820). 

Tanaka teaches in column 2, lines 29-37, a nonaqueous battery comprising a 
negative electrode, a positive electrode, a separator, an electrolyte, etc. Tanaka 
teaches in column 6, that the electrode sheet is pressed and the support is treated to 
make the surface thereof uneven to improve the adhesion of the electrode material. 
The surface of the support can be roughened by anodization, etc. and the surface- 
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roughness of the support is on the order of 0.1-10um / a mean roughness of 1000- 
100,000 A]. The negative electrode comprises lithium [lithium layer coated on the 
substrate], Tanaka teaches in column 16, Example 1, a battery comprising a positive 
electrode current collector comprises aluminum foil and the active material is LiCo02; 
that the negative electrode current collector comprises copper foil [substrate is a metal 
foil] and a microporous separator of polypropylene. Tanaka teaches in column 18, 
claim 2, that the negative electrode active material comprises elemental lithium or 
alloys, Li-AI alloys, etc. 

+ 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-3, 6, 8, 19-21, 23-26, 29-31, 41 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Tanaka 
(5,462,820). 

Tanaka teaches in column 2, lines 29-37, a nonaqueous battery comprising a 
negative electrode, a positive electrode, a separator, an electrolyte, etc. Tanaka 
teaches in column 6, that the electrode sheet is pressed and the support is treated to 
make the surface thereof uneven to improve the adhesion of the electrode material. 
The surface of the support can be roughened by anodization, etc. and the surface- 



Application/Control Number: 10/603,777 Page 6 

Art Unit: 1745 

roughness of the support is on the order of 0.1-1 Oum / a mean roughness of 1000- 
100,000 A]. The negative electrode comprises lithium [lithium layer coated on the 
substrate]. Tanaka teaches in column 16, Example 1, a battery comprising a positive 
electrode current collector comprises aluminum foil and the active material is LiCo02; 
that the negative electrode current collector comprises copper foil [substrate is a metal 
foil] and a microporous separator of polypropylene. Tanaka teaches in column 18, 
claim 2, that the negative electrode active material comprises elemental lithium or 
alloys, Li-AI alloys, etc. 

In the event any differences can be shown for the product of the product by 
process claims as opposed to the product taught by Tanaka, such differences would 
have been obvious to one of ordinary skill in the art as a routine modification of the 
product in the absence of a showing of unexpected results. In re Thrope 227 
USPQ 964; (Fed Cir. 1985). 

With respect to the product by process claims, the determination of patentability 
is based upon the product itself not upon the method of its production. In re Thrope 227 
USPQ 964; In re Brown 173 USPQ 685; In re Bridgeford 149 USPQ 55; In re Wertheim 
191 USPQ 90. Any difference imparted by the product by process limitations would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made because where the Examiner has found a substantially similar product as in the 
applied prior art, the burden of proof is shifted to the Applicants to establish that their 
product is patentably distinct. In re Brown 173 USPQ 685 and In re Fessmann 180 
USPQ 324. 
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Allowable Subject Matter 

1 0. Claims 64-65 are allowed. 

1 1 . Claims 4-5, 1 0, 14-1 8, 27-28, 33, 37-40, 45 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura S. Weiner whose telephone number is 571-272- 
1294. The examiner can normally be reached on M-F (6:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
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